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DETAILED ACTION 
Response to Amendment 

1 . Applicant's amendnnent was received on 6/4/08 and lias been entered and made 
of record. Currently, claims 1, 2, 4, 7-9, 11, 14-16, 18, and 20-31 are pending. 

Response to Arguments 

2. Applicant's arguments, see pages 1 1-22 or the remarks, filed 6/4/08, with respect 
to the rejection(s) of claim(s) 1,8, 15, and 22 under 35 U.S.C. 103(a) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
newly found prior art. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claimsl , 2, 4, 8-9, 11,15-16,18, 20, and 24-26 are rejected under 35 
U.S.C. 102(b) as being anticipated by Japanese Patent Document No. 1 1-203360 to 
Watanabe et al., as cited in tlie IDS dated 4/15/08. Reference will be made to a 
machine translation that is hereby attached. 

Regarding claim 1, Watanabe discloses a print ordering method used in a print 
ordering system comprising a server for receiving an order for a print of image data and 
a user terminal which is connected to the server via a network and used for placing the 
order for the print of the image data, the print ordering method comprising the steps of: 
accepting transfer of the image data to the server and storing the image data in the 
server regardless of whether or not the order is placed at the time of the transfer of the 
image data (see paragraphs 14, 16, and 51 ), and receiving the order for the print of the 
image data stored in the server after the image data are stored in the server in the case 
where the order was not placed at the time of the transfer of the image data (see 
paragraphs 56-57), and displaying on the user terminal a list of the image data stored in 
the server at the time the order for the print is placed if the order is not placed at the 
time the image data are transferred (see paragraphs 55-57), wherein the server is 
adapted to perform setting a predetermined storage period of the image data (see 
paragraphs 14 and 24-25), displaying the predetermined storage period on the user 
terminal (see Drawing 4 and paragraphs 62-63), extending the predetermined storage 
period for the image data for which the order was placed (see paragraphs 27-32, 38-40, 
60, and 66), wherein the step of extending the predetermined storage period by the 
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server is initiated by tlie step of receiving tlie order for tlie print of tlie image data (see 
paragraphs 27-32, 38-40, 60, and 66). 

Regarding claim 8, Watanabe discloses a print ordering system comprising a 
server adapted to receive an order for a print of image data (see paragraphs 14, 16, and 
51 ) and a user terminal connected to the server via a network and used for placing the 
order for the print of the image data (see paragraphs 55-57), wherein the server is 
adapted to store the image data transferred thereto regardless of whether or not the 
order is placed at the time of transfer of the image data, and receives the order for the 
print regarding the image data stored therein after the image data are stored therein in 
the case where the order was not placed at the time of the transfer of the image data 
(see paragraphs 14, 16, and 51), and wherein the server is further adapted to display on 
the user terminal a list of the image data stored in the server at the time the order for the 
print is placed if the order is not placed at the time the image data are transferred (see 
paragraphs 55-57) to set a predetermined storage period of the image data, to display 
the predetermined storage period on the user terminal (see paragraphs 14 and 24-25), 
and to extend the predetermined storage period for the image data for which the order 
was placed (see paragraphs 27-32, 38-40, 60, and 66). 

Regarding claim 15, Watanabe discloses a computer-readable recording medium 
storing a program to cause a computer to execute a print ordering method used in a 
print ordering system, the print ordering system comprising a server for receiving an 
order for a print of image data and a user terminal which is connected to the server via a 
network and used for placing the order for the print of the image data, the program 
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comprising tlie procedures of: accepting transfer of tlie image data to tlie server and 
storing tlie image data in tlie server regardless of wlietlier or not tlie order is placed at 
the time of the transfer of the image data (see paragraphs 14, 16, and 51 ) and receiving 
the order for the print of the image data stored in the server after the image data are 
stored in the server in the case where the order was not placed at the time of the 
transfer of the image data (see paragraphs 56-57), and displaying on the user terminal 
a list of the image data stored in the server at the time the order for the print is placed if 
the order is not placed at the time the image data are transferred (see paragraphs 55- 
57), the program causing the server to perform setting a predetermined storage period 
of the image data (see paragraphs 14 and 24-25), displaying the predetermined storage 
period on the user terminal (see Drawing 4 and paragraphs 62-63), and extending the 
predetermined storage period for the image data for which the order was placed (see 
paragraphs 27-32, 38-40, 60, and 66). 

Regarding claims 2, 9, and 16, Watanabe further discloses accepting and storing 
image data the image data at the time the order is received if the order is placed at the 
time the image data are transferred (see paragraph 51). 

Regarding claims 4, 1 1 , and 18, Watanabe further discloses deleting the image 
data from the server after the predetermined storage period has elapsed since the 
image data were put into storage (see paragraph 65). 

Regarding claim 23, Watanabe further discloses wherein the server is part of a 
print order reception center which also includes a database directory and a printer (see 
paragraph 55). 
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Regarding claims 24-26, Watanabe furtlier discloses wherein the step of 
extending the predetermined storage period by the server is initiated by the step of 
receiving the order for the print of the image data (see paragraphs 27-32, 38-40, 60, 
and 66). 

Claim Rejections - 35 USC § 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 20, 22, and 27 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Watanabe in view of Souissi (US 6,556,817). 

Regarding claim 22, Watanabe discloses a print ordering method used in a print 
ordering system comprising a server for receiving an order for a print of image data and 
a user terminal which is connected to the server via a network and used for placing the 
order for the print of the image data, the print ordering method comprising the steps of: 
accepting transfer of the image data to the server and storing the image data in the 
server regardless of whether or not the order is placed at the time of the transfer of the 
image data (see paragraphs 14, 16, and 51 ), and receiving the order for the print of the 
image data stored in the server after the image data are stored in the server in the case 
where the order was not placed at the time of the transfer of the image data (see 
paragraphs 56-57), writing a predetermined storage period of the image data in tag 
information of the image data (see paragraphs 14 and 24-25), and the server 
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performing extending tlie predetermined storage period of tlie image data for wliicli tlie 
order was placed (see paragraplis 27-32, 38-40, 60, and 66). 

Watanabe does not disclose expressly determining a time of day when 
communications costs are lower than at other times of day, performing transfer of the 
image data from the user terminal to the server during the time of day when 
communications costs are lower. 

Souissi discloses determining a time of day when communications costs are 
lower than at other times of day and performing transfer of the image data from the user 
terminal to the server during the time of day when communications costs are lower (see 
column 5 lines 26-32 and column 6 lines 33-57). 

Watanabe & Souissi are combinable because they are from the same field of 
endeavor, transmission of data over a network. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the transferring of image data to a server when 
communications costs are low, as described by Souissi, and which is well known and 
commonly used, with the system of Watanabe. 

The suggestion/motivation for doing so would have been to save money and be 
able to provide lost cost prints to a user by utilizing low cost communications and 
purging of image files after a certain period of time. 

Therefore, it would have been obvious to combine Souissi with Watanabe to 
obtain the invention as specified in claim 22. 
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Regarding claim 20, Watanabe furtlier discloses the procedure of displaying the 
predetermined storage period on the user terminal (see Drawing 4 and paragraphs 62- 
63). 

Regarding claim 27, Watanabe further discloses wherein the step of extending 
the predetermined storage period by the server is initiated by the step of receiving the 
order for the print of the image data (see paragraphs 27-32, 38-40, 60, and 66). 

7. Claims 7, 14, and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Watanabe as applied to claims 1 , 8, and 15 above, and further in view of Chui (US 
6,657,702). 

Watanabe discloses setting the predetermined storage period of the image data 
(see paragraphs 14, 24-25, 27-32, 38-40, 60, and 66). 

Watanabe does not disclose expressly if the order for the print of the image data 
is an order for a postcard which has seasonality. 

Chui discloses if the order for the print of the image data is an order for a 
postcard which has seasonality (see column 4 lines 13-22 and column 23 lines 9-23). 

Watanabe & Chui are combinable because they are from the same field of 
endeavor, storage and ordering of digital prints. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the order for a postcard, as described by Chui, with the 
system of Watanabe. 
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The suggestion/motivation for doing so would liave been to provide a 
user/customer witli more options for wliicli to output desired images. 

Tlierefore, it would have been obvious to combine Chui with Watanabe to obtain 
the invention as specified in claims 7, 14, and 21 . 

8. Claims 28-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe. 

Watanabe discloses allowing a user to extend the predetermined storage period 
for the image data (see paragraphs 27-32, 38-40, 60, and 66). 

Watanabe does not disclose expressly writing a message to be displayed on the 
user terminal containing information that the predetermined storage period has been 
extended by the server. 

However, at the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to display a message on the user terminal indicating that the 
storage period has been extended after the user performs actions to have the storage 
period extended as displaying messages confirming user action is well known and 
commonly used in the art, such as after a 'cancel' button is pressed and a message is 
displayed asking the user if they are sure they want to cancel the action. 

9. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe and Souissi as applied to claim 22 above. 
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Watanabe discloses allowing a user to extend the predetermined storage period 
for the image data (see paragraphs 27-32, 38-40, 60, and 66). 

Watanabe and Souissi do not disclose expressly writing a message to be 
displayed on the user terminal containing information that the predetermined storage 
period has been extended by the server. 

However, at the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to display a message on the user terminal indicating that the 
storage period has been extended after the user performs actions to have the storage 
period extended as displaying messages confirming user action is well known and 
commonly used in the art, such as after a 'cancel' button is pressed and a message is 
displayed asking the user if they are sure they want to cancel the action. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark R. Milia whose telephone number is (571 )272- 
7408. The examiner can normally be reached M-F 8:00am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached at (571 ) 272-7437. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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